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Applicant seeks registration on the Principal Register
of the mark HEALTH FACTS, in typed form for goods
identified in the application (as anmended) as “conputer
software for use by healthcare institutions and health care
professionals in conbining clinical data with clainms based

billing data and data from public sources.”EI

! Serial No. 75/151,569, filed August 18, 1996. The application
is based on applicant’s allegation of bona fide intent to use the
mar k, under Trademark Act Section 1(b).
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The Trademark Exam ning Attorney has refused
regi stration on two grounds, under Tradenmark Act Sections
2(e) (1) and 2(d). The Section 2(e)(1l) refusal is based on
the Trademark Exam ning Attorney’s contention that
applicant’s mark is nerely descriptive of the goods
identified in the application. The Section 2(d) refusal is
based on the Trademark Exam ning Attorney’s contention that
applicant’s mark, as applied to applicant’s goods, so
resenbl es the mark HEALTH FACTS, previously registered on
t he Suppl enental Register for “periodically published news

Bl

sheet,” as to be likely to cause confusion, to cause
m st ake, or to deceive.

When the Tradenmark Exam ni ng Attorney nade the
refusals final, applicant filed this appeal. Applicant and
the Trademark Exam ning Attorney filed main briefs, and
applicant filed a reply brief. Applicant initially
requested an oral hearing, but subsequently w thdrew that
request. No oral hearing was held. W reverse the
refusals to register.

W turn first to the Section 2(e)(1) nere

descriptiveness refusal. A termis nerely descriptive of

2 Suppl enent al Regi ster Registration No. 1,191,909, issued March
9, 1982, Section 8 affidavit accepted. The registrant is Center
for Medical Consuners and Health Care Information Inc.
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goods or services, within the neaning of Trademark Act
Section 2(e)(1), if it forthwth conveys an i medi ate idea
of an ingredient, quality, characteristic, feature,
function, purpose or use of the goods or services. See,
e.g., Inre Gyulay, 820 F.2d 1216, 3 USP@2d 1009 (Fed. Cr.
1987), and In re Abcor Devel opnent Corp., 588 F.2d 811, 200
USPQ 215, 217-18 (CCPA 1978). A termneed not inmediately
convey an idea of each and every specific feature of the
applicant's goods or services in order to be considered
nerely descriptive; it is enough that the term describes
one significant attribute, function or property of the
goods or services. Inre HUDDL.E, 216 USPQ 358 (TTAB
1982); In re MBAssoci ates, 180 USPQ 338 (TTAB 1973).
Whether a termis nerely descriptive is determned not in
the abstract, but in relation to the goods or services for
whi ch registration is sought, the context in which it is
bei ng used on or in connection with those goods or
services, and the possible significance that the termwould
have to the average purchaser of the goods or services
because of the manner of its use. |In re Bright-Crest,

Ltd., 204 USPQ 591, 593 (TTAB 1979).
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In support of his Section 2(e)(1) refusal, the

Trademar k Exam ning Attorney has submtted the foll ow ng
Bl

evi dence:

(1) Dictionary definition of “health” (Random House
Unabridged Dictionary of the English Language (2d Ed.
1987) at 882) attached to the Trademark Exam ning
Attorney’s first office action:

1. The general condition of the body or mnd
with reference to soundness and vigor: good
heal t h; poor health. 2. Soundness of body or
m nd; freedomfrom di sease or ailnent: to
have one’s health; to | ose one’s health. 3.
A polite or conplinentary wish for a person’s
heal t h, happi ness, etc., esp. as a toast: W
drank a health to our guest of honor. 4.
Vigor; vitality; econom c health.

(2) Dictionary definition of “fact” (Wbster’'s Il New
Ri verside University Dictionary (1994) at 460)
attached to the Trademark Exam ning Attorney’ s first
of fice action:

1. Sonething put forth as objectively real.
2. Sonething objectively verified. 3.a.
Something with real, denonstrable existence
<Travel to the nmoon is now a fact.> b. The
quality of being real or actual. 4.
Somet hi ng carried out or perforned.

3 W sustain the Trademark Exani ni ng Attorney's objection to the
listing of third-party registrations submtted by applicant in
its Suppl enental Request for Reconsideration (and resubnitted as
Exhibit A to applicant’s reply brief). As the Trademark
Examining Attorney has properly noted, third-party registrations
may not be made of record nmerely by listing them soft copies of
the registrations, obtained fromthe Ofice's records, are
required. See In re Total Quality Goup Inc., 51 USPQd 1474
(TTAB 1999); In re Duofold Inc., 184 USPQ 638 (TTAB 1974). W
accordi ngly have given this listing of registrations no

consi derati on.
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(3) The followi ng “representative sanple” of 1,001
excerpted articles retrieved by the search “HEALTH
FACTS" fromthe ALLNWS file of the NEXI S® automated
dat abase, attached to the Tradeﬁark Exam ni ng
Attorney’s final office action:

The statistics, conpiled | ast sunmer,
conpared health trends in Massachusetts and
Somerville specifically. Follow ng are sone
health facts nentioned in the presentation.
Sonmerville death rates are simlar to the
state’s: AIDS deaths and honi cides both
dropped significantly from 1995 to ... (The
Bost on d obe, Novenber 30, 1997);

HEADLI NE: How to get every health fact you’l
ever need (Redbook, Novenber 1997);

Recently, Plauka shared sone basic dental
health facts: Teeth, which formduring the
third and sixth nonth of pregnancy[,] are
affected by the nother’s diet. Plaque, a
sticky, colorless ... (The Virginian-Pil ot
(Norfol k, VA, Cctober 31, 1997);

Once again, the Seafood Board appreciates
coverage of the seafood health facts, and
would Iike to restate a quote fromstate
heal t h experts regarding the risk that
nmercury in fish presents. (The Advocate
(Bat on Rouge, LA), Cctober 18, 1997,

i dentical excerpt from The Ti nes-Pi cayune,
Sept enber 26, 1997, also submitted by
Trademar k Exam ni ng Attorney);

Breast health facts, survivors’ stories, news
and issues (including an article, “New Hope
for Breast Cancer Patients in Need of ..7)
(Chattanooga Free Press, Cctober 12, 1997);

* We have not considered two of the excerpts subnitted by the
Tradenmar k Exam ning Attorney (story nos. 31 and 40), which are
fromunpublished wire service reports. See, e.g., In re Appetito
Provi sions Co. Inc., 3 USPQ@d 1553 (TTAB 1987) at n.6, and In re
Men's Int’ |l Professional Tennis Council, 1 USPQ2d 1917 (TTAB
1986) at n.5.
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“Cardi ovascul ar Health Fact Sheet.” Vitanm n
Nutrition Information Service. Hoffman-1a
Roche. Nutley, N J. (Better Nutrition,

Sept enber 1997);

- Esquire asks Does Football Really Matter?
inits gridiron-heavy Septenber issue.

- Mens Health fact: Football players
routinely take hits greater than 13 tines the
force of gravity. Astronauts can bl ack out
when gravity ... (Sun-Sentinel (Fort
Lauderdal e, FL, August 31, 1997);

VWhat are the health facts that the EPA has

hi dden? First, while asthma has been rising,
ground- | evel ozone rates have fallen
dramatically over the past 20 ... (The

Washi ngton Tines, August 29, 1997);

The site offers details on howto find a
dentist; dental health facts; a dental

gl ossary; and an interesting essay titled ...
(The Houston Chronicle, July 20, 1997);

The Wnen’ s Hospital of G eensboro is
offering a programfrom6:30 to 8:30 p. m
July 29 to discuss common gynecol ogi ca

probl ens every worman shoul d know about .
“Intimate Health Facts” will present the

| at est information about these problens al ong
with treatnment options available. D scussion

topics wll include endonetriosis, fibroid
tunors, hysterectony and sexually transmtted
di seases. A gynecologist will lead the

di scussi on and answer questions dealing with
these issues. (News & Record (G eensboro,
NC), July 13, 1997);

Test your know edge of nen’s health facts:
1. Wiat health threat is the biggest killer
of men in the United States? 1In recent
years, male deaths from ... (Pittsburgh Post-
Gazette, June 3, 1997);

...pl ace, spend a week, maybe two, digging
ditches, repairing roofs, caring for the
sick, teaching basic health facts and
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W tnessing your faith. But short-term
mssion trips are a part of summer for
hundreds of Chattanoogans. They take ... (The
Chatt anooga Ti nes, My 24, 1997).

Applicant’s software product, as set forth in the
application’s identification of goods, appears to be
essentially a clinical and practice managenent tool for use
by healthcare institutions and professionals. As applicant
asserts at page 8 of its main brief:

[a] pplicant’s goods are conputer software that
specifically conbines clinical data and claim
based billing data with information from public
sources. Such conpilation and extraction of
information allows the user to examne its
performance in a context which allows for the
identification of the best practices,
gui del i nes and pat hways to enable the user to
make better clinical and managenent deci sions.

The Trademark Exam ning Attorney argues that HEALTH
FACTS is nerely descriptive of the “subject matter” of
applicant’s software. “The goods allow for the input of
factual health-related information in order to ‘nmake better
clinical and managenent decisions.’” The subject matter in
the instant case clearly describes an ingredient, quality,
characteristic, function, feature, purpose or use of the

rel evant goods, i.e., facts pertaining to health-rel ated

information.” (Brief at 12.) W do not agree.
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Contrary to the Trademark Exami ning Attorney’s
assertion, the evidence of record does not denonstrate any
use of HEALTH FACTS in connection with software of the type
identified in the application, nor in connection with any
simlar type of clinical and practice nmanagenent t ool
directed to healthcare professionals and institutions. |In
nost, if not all, of the NEXI S® excerpts, “health facts” is
used to refer to general-interest health information
directed to consuners, and not to the type of “clinical
data,” “clains based billing data” and “data from public
sources” which is the subject matter of applicant’s
sof tware and which woul d be of specific interest to
heal t hcare institutions and professionals. Thus, this
evi dence does not persuade us that applicant’s nmark is
nerely descriptive as applied to applicant’s goods. See In
re The Stroh Brewery Co., 34 USPQRd 1796 (TTAB 1994).

For the same reason, it is not particularly probative
in this case that, with respect to the registration which
is the subject of the Trademark Exam ning Attorney’s
Section 2(d) refusal (see supra at footnote 2), the
regi strant, Center for Medical Consuners and Health Care
Information Inc., was required to resort to the
Suppl enent al Regi ster for registration of HEALTH FACTS for

its “periodically published news sheet.” The fact that
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HEALTH FACTS was found to be nerely descriptive of
registrant’s news sheet is not dispositive of the question
of whether HEALTH FACTS is nerely descriptive of
applicant’s goods in this case. See In re The Stroh
Brewery Co., supra at 1797. W are not persuaded by the
Trademar k Exam ning Attorney’s argunent to the contrary.

In summary, we find that HEALTH FACTS does not
descri be any feature or aspect of applicant’s software with
sufficient particularity and directness to warrant a
Section 2(e)(1) refusal. Cf. In re Hutchinson Technol ogy
Inc., 852 F.2d 552, 7 USPQ@2d 1490 (Fed. Gr
1988) (TECHNOLOGY too broad a termto be nerely descriptive
of applicant’s particul ar goods). HEALTH FACTS certainly
is not the strongest of marks, but we find that, as applied
to applicant’s goods, it falls on the suggestiveness side
of the Iine, rather than on the nere descriptiveness side.
To the extent that the Trademark Exam ning Attorney’s
evi dence and argunents rai se any doubt as to that question,
we resol ve that doubt, as usual, in favor of applicant.

See In re Atavio, 25 USP@@d 1361 (TTAB 1992). W reverse

the Section 2(e)(1) refusal.EI

° Because applicant’s application is based on intent-to-use,
there are no specinens in the record denonstrating the nature of
applicant’s goods and the manner of use of the mark thereon. |If,
after applicant submts its specinens with its Statenent of Use,
it appears therefromthat applicant’s goods are nothing nore than
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We al so reverse the Trademark Exam ning Attorney’s
Section 2(d) reversal, which is based on the prior
Suppl enment al Regi ster registration of HEALTH FACTS for
“periodically published news sheet.” Qur determ nation
under Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the
factors bearing on the likelihood of confusion issue. See
In re E. 1. du Pont de Nenoburs and Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). 1In considering the evidence of
record on these factors, we keep in mnd that “[t] he
fundanmental inquiry mandated by 82(d) goes to the
cunul ative effect of differences in the essential
characteristics of the goods and differences in the nmarks.”
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24, 29 (CCPA 1976).

In this case, we find that applicant’s mark HEALTH
FACTS is identical to the cited registered mark. Nornally,
when the applicant’s mark is identical to the cited
regi stered mark, that fact weighs substantially in favor of
a finding of likelihood of confusion. However, in our

| i kel i hood of confusion analysis in the present case, the

a conpendiumor recitation of “health facts” of the type
described in the NEXI S® evidence, such new information m ght
provide a basis for issuing a new Section 2(e)(1) refusal

10
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identity of the marks is essentially negated by the
weakness of the registered mark HEALTH FACTS. Al though a
Suppl enent al Regi ster registration may be a Section 2(d)
bar to issuance of a subsequent Principal Register
registration in appropriate cases, see In re The C orox
Conpany, 578 F.2d 305, 198 USPQ 337 (CCPA 1978), we find
that this is not such a case.

As noted by the Board in In re Smth and Mehaffey, 31
USPQ2d 1531, 1533 (TTAB 1994), when the registration cited
as a bar in a Section 2(d) refusal is a Suppl enental
Regi ster registration, likelihood of confusion has normally
been found only where the applicant’s and the registrant’s
mar ks and goods are substantially simlar. This is not
because a different |ikelihood of confusion standard or
analysis is applied in cases involving cited Suppl enent al
Regi ster registrations, but rather because marks registered
on the Suppl enental Register are in nost cases nerely
descriptive or otherwi se weak, and thus are entitled to a
quite narrow scope of protection. See In re The C orox
Conpany, supra; In re Central Soya Conpany, Inc., 220 USPQ
914 (TTAB 1984) and cases cited therein; and In re Hunke &
Jochheim 185 USPQ 188 (TTAB 1975).

In this case, we find that applicant’s goods and the

goods identified in the cited Suppl enental Register

11
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registration are dissimlar enough that no confusion is
likely to result fromapplicant’s and regi strant’s uses of
their respective HEALTH FACTS narks on their respective
goods. W are not persuaded by the Trademark Exam ning
Attorney’s argunent that applicant’s goods are enconpassed
within, and thus legally identical to, the goods identified
inthe cited registration. As noted by the Tradenark
Exam ning Attorney, registrant’s identification of goods
does not limt registrant’s news sheetE]to any particul ar
subject matter, so we presune that the news sheet could
feature the same sort of clinical and practice nanagenent
information that is provided and/or utilized by applicant’s
software. However, even if applicant’s software and
registrant’s news sheet might pertain to the sanme subject
matter, the products are nonetheless different in nature
and application. A software program such as applicant’s is
an interactive managenent tool, while a news sheet such as
registrant’s is essentially a passive reference source.
Moreover, there is no basis in the record for
concl udi ng that purchasers would be likely to assune that

applicant’s software product and registrant’s news sheet

® Wbster’s Third New International Dictionary (1993) defines
“newssheet” by listing “newspaper” and “newsletter” as synonynous
cross-references.

12
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are nerely alternative versions of each other (differing
only as to the nedia in which they appear), or that they
are conpl enentary products emanating froma single source.
There is no evidence that others in the industry offer both
a news sheet and a software program as alternative,

conpl enentary, or otherw se related goods, or that

pur chasers woul d expect such goods to emanate froma single
sour ce.

In summary, applicant’s and registrant’s respective
goods are not legally identical, as argued by the Trademark
Exam ni ng Attorney, nor have they been shown to be the
types of goods which are so related that they would be
expected to enmanate froma single source if they are
mar ket ed under the weak mark HEALTH FACTS.

Addi tionally, although we presune (fromthe absence of
any restrictions in the cited registration’s identification
of goods) that registrant’s news sheet and applicant’s
software could be marketed in the sane trade channels and
to the sanme classes of purchasers, we are persuaded by
applicant’s contention that the rel evant purchasers, i.e.,
heal t hcare institutions and professionals, are sufficiently
sophi sticated that they are not likely to be confused if

t he encounter the weak nmark HEALTH FACTS used on these

13
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essentially different products. Cf. Inre D girad Corp.,
45 USPQ2d 1841 (TTAB 1998).

After careful consideration of all of the relevant du
Pont evidentiary factors, we conclude that there is no
| i keli hood of confusion in this case. Applicant’s mark is
identical to registrant’s mark, but registrant’s mark is
not entitled to a scope of protection broad enough to
preclude registration of applicant’s nmark for applicant’s
distinctly different and dissimlar goods.

Decision: The refusals to register under Trademark

Act Section 2(e)(1) and 2(d) are reversed.

14



